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I. Introduction
With the increasing presence in United States markets of foreign manufactured high-technology products and other goods incorporating intellectual property, the affected American industries seeking to protect such
rights have been resorting ever more frequently not to the federal courts
but rather to the United States International Trade Commission (the commission), invoking a statute which is still relatively unknown. The statute
is section 337 of the Tariff Act of 1930 (section 337), the provision in the
commission's arsenal that allows it to give U.S. industries relief from
"unfair acts" in importation.
The statute has great appeal for U.S. industries faced with diminution
of their intellectual property rights from imports because (a) the term
"unfair acts and methods of competition" used in section 337 incorporates
by reference domestic patent, trademark, copyright, trade secrets and
business tort law, (b) proceedings under section 337 are required to move
quickly, generally to be completed within one year, and (c) the relief
available from the commission is in rem, i.e., all products incorporating
the intellectual property in question can be excluded from the entire United
States by the commission in one proceeding, not just those of specific
parties found to have been infringed, stolen trade secrets, or whatever.

*Mr. Newman is with the law firm of Patton, Boggs & Blow, Washington, D.C., and Mr.

Lipman is with the law firm of Lupo, Lipman & Lever, Washington, D.C.
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Given these features and the current U.S.-international trade climate, it
is fair to assume that the use of section 337 by U.S. industries will not
abate, and that attorneys with clients who engage in any type of import
activity stand to be affected.
Specifically, section 337 provides that the commission may act under
two circumstances, one of which is the more common. The first is to
award relief to domestic industries that have suffered injury or the threat
of injury by reason of unfair acts and methods of competition in importation. The second is to give redress for these acts and methods, even
absent injury to a U.S. industry, if they have the effect or tendency to
restrain or monopolize trade or commerce in the United States; in short,
an incorporation of the U.S. antitrust laws. Inasmuch as antitrust issues
have been litigated relatively infrequently under section 337 in the sixty
or so years that the statute has effectively been on the books, that aspect
of the statute will not be discussed specifically here.'
Traditionally, the statute has been applied to protect United States
patentholders from infringement of their patents by persons located outside the territorial United States. 2 As time went on, the types of "unfair
acts" at issue extended to unfair trade practices and violations of intellectual property rights in general, such that the commission was effectively
exercising jurisdiction over "international" intellectual property cases.
In its present wording, section 337 does not explicitly protect intellectual
property rights, but legislation now pending before Congress would amend
the statute so as specifically to cover intellectual property rights as well
3
as nonspecific unfair acts and methods of competition.
The commission's section 337 docket over the last ten years reveals
the increasing frequency with which the statute has been invoked, as well

1. The predecessor of section 337 was originally enacted in 1922. Tariff Act of Sept. 21,
1922, c. 356, Title IlI § 316, 42 Stat. 943 (1922), and was superseded by the Tariff Act of
June 17, 1930, c. 497, Title III § 337, 46 Stat. 703 (1930). In light of the extraterritorial effect
given the U.S. antitrust laws by federal courts, see, e.g., United States v. Aluminum Company of America, 148 F.2d 416 (2d Cir. 1945), U.S. DEPARTMENT OF JUSTICE ANTITRUST
DiVISION, ANTITRUST GUIDE FOR INTERNATIONAL OPERATIONS (rev. ed. March 1977), at
4-8; and cases cited therein, section 337 is somewhat superfluous in the antitrust area, and
less than attractive because the Commission is not empowered to award damages, let alone
treble damages. In contrast, the intellectual property laws are not given such extraterritorial
effect. See, e.g. 35 U.S.C. § 271 ("Whoever without authority makes, uses or sells any
patented invention, within the United States . . .").
2. See generally, Frischer & Co., Inc. v. Bakelite Corp., 39 F.2d 247 (C.C.P.A. 1930), In
re Orion Co., 71 F.2d 458 (C.C.P.A. 1934), In re Amtorg Trading Corp., 75 F.2d 826 (C.C.P.A.
1935), cert. denied, 296 U.S. 576 (1936).
3. See S. 1647, 99th Cong., 1st Sess., 131 CONG. REC. S 11,475 (1985); S. 1869, 99th
Cong., Ist Sess., 131 CONG. REC. S16003-06 (1985); S. 1860, 99th Cong., 1st Sess., 131
CONG. REC. S15959-86 (1985); H.R.3777, 99th Cong., 1st Sess., 131 Cong. Rec. H1030809, 10320 (1985).
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as the diversification in the types of unfair acts alleged. Thus, between
1974 and 1980 some seventy-six complaints were brought under the statute, with allegations ranging from patent infringement to trademark and
copyright infringement, misappropriation of trade secrets, predatory pricing, false advertising and labelling, and false designation of origin. The
comparable figure for the period 1980 through November 1, 1985 was 158.
This dramatic increase in litigation under section 337 has led to a degree
of standardization in the practice of representing parties in this somewhat
unique administrative proceeding. Section 337 investigations stand out
when contrasted to other commission proceedings (such as those to enforce the antidumping, countervailing duty or escape clause laws) in that
they are the only ones governed by section 5 of the Administrative Procedure Act. 4 As is often the case in proceedings governed by the adjudication provisions of the Administrative Procedure Act, there is much
in section 337 practice that resembles litigation in the federal courts. 5 But
there is also a wide variety of procedures and considerations specific to
section 337 investigations. Thus, it is not surprising that the administrative
law judges (ALJ) who preside over,6 and attorneys involved in, section
337 investigations over the years have evolved certain procedures and
practices to make section 337 cases manageable and governable. It is
upon these techniques, practices and procedures that this article focuses.
It describes some of the more significant practical aspects of representing
the party named in the notice of investigation as allegedly violating the
statute 7 --"respondent"--through the major phases of the investigation.
II. The Distinctive Features of Section 337 Practice

Section 337 declares unlawful:
Unfair methods of competition and unfair acts in the importation of articles
into the United States, or in their sale by the owner, importer, consignee, or
agent of either, the effect or tendency of which is to destroy or substantially
injure an industry, efficiently and economically, in the United States, or to
prevent the establishment of such an industry, or to restrain or monopolize
trade and commerce in the United States .... 8

To prove a violation, "complainant" must establish (a) that the respondent engaged in an unfair act or method of competition, (b) in the
4. 5 U.S.C. § 706 ei seq. (1982).
5. Many of the ITC rules governing practice and procedure in section 337 investigations,
19 C.F.R. Part 210, are borrowed almost in their entirety from the Federal Rules of Civil
Procedure.
6. An administrative law judge is appointed by the commission to preside over the taking
of evidence in the investigation. 19 C.F.R. § 210.4(d) (1986).
7. 19 C.F.R. § 210.4(e) (1986).
8. 19 U.S.C. § 1337(a) (1982).
FALL 1986
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importation into sale in the United States of an article, (c) the effect or
tendency of which was to injure complainant, which (d) constitutes an
efficiently and economically operated U.S. industry (or, in the alternative
to (c) prevent the establishment of (d) such an industry). If complainant
can prove that the statute has been violated, then the commission may
give it any of the kinds of relief discussed below.
To avoid imposition of section 337 relief, the respondent must be cognizant of the following salient distinguishing features of section 337 proceedings. They are:
- Time limits: The entire investigation-pleadings, discovery, trial, briefing, review and determination of remedy must take place in a twelvemonth period, unless the investigation is designated "more complicated,"
in which case it must take place in eighteen months. 9
. The Administrative Law Judge: The trial phase of a section 337 investigation-i.e., from its commencement until review by the full commission (usually not until after the ninth month of the investigation)-is
presided over by an ALJ who rules on all discovery disputes, presides at
the hearing, and prepares an Initial Determination.' 0 The ALJ tends to
be much more accessible than a federal district judge and much more
involved in the proceeding.
- Protective orders: Protective orders are automatically imposed by the
ALJ at the commencement of the investigation. This is designed to insure
the fullest exchange of information between the parties, and does away
with those disputes familiar in federal litigation over the discoverability
of proprietary and business confidential information."I
. Broad discovery: Although the rule prescribing the range of discovery in section 337 investigations is identical to rule 26 (b)(1) of the
Federal Rules of Civil Procedure, 12 in practice the scope of discovery
is even broader. Disputes over discovery are disfavored and emphasis
is placed upon cooperation. Thus, the discovery delay tactics often
seen in federal court are at best a waste of time, at worst counterproductive.
* The Commission Investigative Attorney: The commission rules provide for participation in the investigation of an Investigative Attorney
(IA), who enjoys full party status and represents the public interest. Depending upon the particular IA, the presiding ALJ and the nature of the
case, having the IA align with respondent on certain issues may prove
helpful.
9. 19 U.S.C. § 1337(b)(1) (1982). Designations of "more complicated" are exceedingly
rare.
10. See 19 C.F.R. §§ 210.24, 210.40, 210.41, 210.53 (1986).
I1. See 19 C.F.R. § 210.37 (1986).
12. See 19 C.F.R. § 210.30(b) (1986).
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Remedies: The commission may award only certain remedies under
section 337-permanent exclusion orders,1 3 temporary exclusion orders, 14 and cease and desist orders.' 5 Exclusion orders are the commission's in rem remedy: when they are "general," the U.S. Customs Service
excludes all goods implicated in the unfair acts and methods of competition
in question from entry into the United States; 1 6 when they are "limited,"
only those goods imported by the parties named by the commission are
excluded. Cease and desist orders are the commission's in personam
remedy, enforceable only as against parties over which the commission
has established personal jurisdiction. 17 Cease and desist orders can be
used to reach inventories of the product associated with the unfair acts
and methods of competition even though they already have entered the
United States. Additionally, the commission may impose damages, but
only a set amount per day for violations of a cease and desist order. 18
- Wild cards: Even if complainant can prove that it has met the elements
necessary to show a violation, the respondent can still defeat imposition
of relief in two ways: (a) by showing during the review before the commission that relief is not in the public interest; or (b) by persuading the
President, i.e., the United States trade representative, that there exist
"policy reasons" disfavoring the imposition of relief. 19 Thus, even after
a complainant has proven everything necessary to establish a violation
of the statute, whether it will obtain relief is not a certainty.
With the above distinctive features of a section 337 investigation in
mind, attention will now turn to some practical aspects arising in the
representation of respondents.
III. Practical Aspects of Respondent Representation
The course of a section 337 investigation at the commission is governed
from A-to-Z by the commission's Rules of Practice and Procedure (the
13. 19 U.S.C. § 1337(d) (1982).
14. 19 U.S.C. § 1337(e) (1982).
15. 19 U.S.C. § 1337(f)(1) (1982).
16. The question whether a large piece of equipment incorporating a small component
using the intellectual property in question should be excluded has arisen, and has not been
resolved decisively. See letter of United States Trade Representative William E. Brock to
Commission Chairwoman Paula Stern dated April 16, 1985 in Certain Amorphous Metal
Alloys and Amorphous Metal Articles, rC Inv. No. 337-TA-143 (USTR's assumption "that
the ITC does not interpret a section 337 exclusion order covering a part or component as
a basis for excluding higher value-added products which may incorporate that part or
component.").
17. The Commission has adopted the tests of International Shoe Co. v. Washington, 326
U.S. 310 (1946), and its progeny to determine whether it has personal jurisdiction.
18. 19 U.S.C. § 1337(f)(2) (1982).
19. 19 U.S.C. § 1337(g) (1982).
FALL 1986
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rules). 20 Accordingly, the rules will be used to supply a framework for
the ensuing discussion.
A.

FROM COMPLAINT TO INSTITUTION:

A

CRITICAL TWENTY DAYS

The complaint which starts off a section 337 investigation is somewhat
different from its functional equivalent in federal litigation in that the rules
require fact rather than mere notice pleading. 2 1 In other words, the complaint contains information which defendants in a federal action would
not normally obtain until after the commencement of discovery. The section 337 complaint is often the product of a joint effort between the complainant and staff attorneys in the commission's Office of Unfair Import
Investigations (OUII) from which will be chosen, upon institution of the
investigation, the investigative attorney assigned to the case. Indeed, it
is one of OUII's functions to assist complainants in the drafting of section
337 complaints.
Once a complaint has been filed, the commission has thirty days in
which to evaluate it and decide whether institution of an investigation is
warranted. 22 During this thirty-day period, the commission through OUII
conducts an informal investigation to determine if the complaint states a
cause of action cognizable under section 337, and if there is a likelihood
that information may be developed during an investigation that could
23
support a claim of violation of the statute.
Respondent can play a role in that investigation process by consulting
with OUII regarding information missing from the complaint, the accuracy
of the factual material that is contained, and the likelihood of development
of further information. Such contacts with OUII can prove extremely
useful, and will at the very least educate that office as to a respondent's
side of the story. In addition, it may result in the staff attorneys requesting
further information from the complainant, information which otherwise
respondent might not have learned until discovery. 24 Respondents may
even consider making brief submissions to OUII specifically addressing
the sufficiency of the complaint as an adjunct to the consultation process.
Quite apart from participating in the commission preinstitution investigation process, respondents should take advantage of the thirty-day
preinstitution period by mobilizing their resources and information as

20. 19 C.F.R. Part 210 (1986).
21. 19 C.F.R. § 210.20 (1986).
22. 19 C.F.R. § 210.12 (1986).
23. 19 C.F.R. § 210.11 (1986). See Revision of Rules Pertaining to Investigations of Unfair
Practices in Import Trade, 49 Fed. Reg. 46123, 46124 (November 23, 1984).
24. In Certain Double-Sided Floppy Disk Drives and Components Thereof, ITC Inv. No.
337-TA-215 (1985), the complaint was actually submitted three times prior to institution.
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quickly as possible. It should be borne in mind that the commission's
discretion in deciding whether to institute an investigation is limited: institution is warranted if the complaint was filed properly and if it meets
the criteria of rule 210.20. It is a rare case in which respondent can succeed
in actually derailing an investigation, and the cause of such a derailment
will be not so much respondent's efforts as some inadequacy in complainant's pleading. 25 Therefore, counsel for proposed respondents should
act on the assumption that an investigation will be instituted and prepare
accordingly.
Certain preparations can be initiated during the preinstitution period.
The respondent's home office overseas and any subsidiaries or affiliates
located in the United States can be alerted as to the types of discovery
requests to be expected from the complainant, 26 and can identify potential
witnesses. Institution of a section 337 investigation is usually followed
swiftly by a barrage of broad document requests from the complainant
that can play havoc on a client's files even under the best of circumstances,
let alone without any advance screening. To this end, a visit by counsel
to respondent's offices can prove invaluable: counsel can familiarize themselves with the product or technology in question, sort out clearly irrelevant documents from those likely to be requested, 27 and interview personnel likely to be candidates for deposition, or at least to be sources of
information.
In cases in which several respondents have been named, proposed
respondents can get much mileage out of coordinating their defense strategies to the extent possible. Specifically, in patent-based investigations
in which the issues of patent validity and enforceability have equal bearing
on all respondents, benefit can be derived all around from a "joint"
validity study and investigation of the file wrapper. More generally, respondents can reach agreement to exchange other information that will
be helpful to them as a group, for instance, material pertinent to whether
the complainant constitutes an industry within the meaning of section 337.

25. See Certain Kerosene Heaters, Docket No. 921 (1982) (complainant failed to plead a
domestic industry, which fact was pointed out by proposed respondents).
26. These authors have made it a practice to send to a client named respondent in a
section 337 case a letter summarizing the anticipated first document production request with
the suggestion to start looking-only days after receipt of the complaint.
27. As discussed more fully below, ALJ's tend, in view of the protective orders used in
section 337 investigations, to give broad latitude to discovery requests and short shrift to
objections. Therefore, it is wise to assume even before institution that complainant will ask
for the kitchen sink-and get most of it too.
However, in cases where complainant is seeking temporary relief, ALJ's generally limit
the number of interrogatories and depositions relevant to temporary relief issues. See infra
notes 49-58 and accompanying text.
FALL 1986
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Finally, the preinstitution period can be used effectively by respondents
to get a leg up on its offensive case; or stated otherwise, to catch up with
complainant. Chances are that the complainant will have had months to
prepare its complaint and to focus on the information it will need to obtain
through discovery. Addressing its own discovery needs prior to institution
is an effective way in which respondent can neutralize the complainant's
initial advantage. Particularly useful towards this end is the formulation
of document production requests and interrogatories. These should be
targeted upon the various elements of a section 337 cause of actionunfair act, injury andindustry-and can be both broad and comprehensive; the practice of allowing wide latitude in the scope of discovery cuts
equally in favor of complainant and respondent. The rules permit respondent to file these discovery requests on the very date the Notice of
Investigation is published in the FederalRegister28 (usually approximately
one week after the institution date, or five and a half weeks after the filing
of the complaint); and if respondent can get its initial requests out sooner
rather than later, it will have gone some way towards catching up.
Respondent's counsel who has taken advantage of the period between
filing of the complaint and institution of a section 337 investigation along
these lines should find themselves poised to cope with the rigors of the
investigation itself.
B.

FROM INSTITUTION TO DISCOVERY

The actual investigation of the matters alleged in a section 337 complaint
begins with "institution" of the investigation by the commission. 29 The
commission votes to institute at a "sunshine hearing," 30 and then institutes by publishing notice thereof defining the scope of the investigation
in the Federal Register.3 1 Additionally, the commission serves a copy of
the complaint and the notice of instituting the investigation on all
32
respondents.
This sounds simple enough, except that the various time periods which
determine what is done when are measured from either the date of: (a)
institution of the investigation, (b) service of the notice on respondent,
or (c) publication of the notice in the FederalRegister. The majority of
the effective time periods are measured from the date of publication of
the notice in the FederalRegister: (a) discovery (other than depositions),

28. 27 C.F.R. § 210.32(b) (1986) (interrogatories); 19 C.F.R. § 210.33(b) (1986) (document
production requests).
29. 19 C.F.R. § 210.12 (1986).
30. 5 U.S.C. §§ 551 et seq. (1982).
31. 19 C.F.R. § 210.12 (1986).
32. 19 C.F.R. § 210.13 (1986).
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(b) publication of the AL's initial determinations, and (c) the commission's final determination. However, the time in which to answer the
complaint or a motion for temporary relief accompanying the complaint
is measured from the date of service of the complaint and motion. In
contrast, any motions 33 may be filed after the date of institution of the
investigation itself.
The period immediately following institution of the investigation is critical for a respondent. This is because in practice discovery in many section
337 cases begins informally even before the respondent answers the
complaint 34 and before the ALJ holds the preliminary conference-an
event ostensibly designed to lay out a timetable for discovery. 35 This
period should be used to capitalize upon the preparations made prior to
institution and neutralize the advantages already accrued by complainant.
Given the time constraints of the investigation, the respondent's attorneys usually do not have the luxury of developing their client's case in a
calculated, cut-no-corners, try-every-offensive manner. What is lost as a
result of time pressures, however, can be made up through precise planning and organization. Accordingly, the respondent's attorneys must be
organized in discovery-as early as possible-to pursue specifically-defined
objectives.
1. Taking Discovery

The likelihood in section 337 cases is that complainant will have prepared its case months before filing its complaint, and will have ready upon
institution comprehensive discovery requests. This is true in federal litigation as well; but the difference in section 337 proceedings is that respondent has no stalling time in which to catch up. Respondent should
strive, therefore, to redress the balance by serving discovery requests of
its own (formulated during the preinstitution period) aimed at exploring

33. Other than motions for summary determination (i.e., summary judgment), see 19
C.F.R. § 210.50 (1986).
34. Answering the complaint is governed by 19 C.F.R. § 210.21 (1986) and is somewhat
more involved than the equivalent process in federal litigation. In addition to answering
each allegation and stating any affirmative defenses with as much specificity as possible,
respondent must set forth a concise statement of the facts constituting each ground of
defense, and, when available, include statistical data of the quantity and value of imports
of the involved article, and a statement concerning respondent's capacity to produce the
subject article and the relative significance of the U.S. market to its operations. In short,
the answer, like the complaint, is intended to be more than mere notice pleading.
35. The preliminary conference usually occurs within a month of institution. The ALJ
assigned to the case meets with the attorneys for all the parties and collectively a schedule
is worked out for discovery. The preliminary conference usually results in issuance by the
ALJ of a discovery and hearing schedule, and subsequently the Ground Rules that will
govern the hearing itself.
FALL 1986
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complainant's contentions with regard to each element of the section 337
violation, i.e., unfair act, injury and domestic industry. 36
The starting place, of course, is to require explanation and documen-

tation of the information in the complaint, supplemented by any additional
information obtained as a result of consultation with the commission staff
during the thirty-day period prior to institution. Beyond this, in an intellectual property-based investigation the respondent's initial discovery effort-interrogatories and document requests-should cover those areas
traditionally explored by defendants when flushing out allegations of entitlement to an intellectual property right, as well as the matter of definition
of the section 337 industry. 37 Discussion of the mechanics of probing this
last element, unique to section 337 proceedings, requires greater specificity.
The lead opinions addressing the manner of defining a section 337
industry 38 have focused on the "land, labor and capital" used in the
United States by the complainant in exploiting the intellectual property
rights at issue, and the types of activities performed by complainant in
the United States-manufacture, quality control, packaging, distribution,
etc. In any case where doubt exists as to whether the complainantiperforms one hundred percent of its activities domestically, the nature of its
domestic production of goods employing the intellectual property in question should be explored thoroughly.

Respondent should request descriptions of complainant's facilities in
the United States and also of any facilities it might have overseas. Inquiry
should be made also into the specific locus of the design, engineering,
manufacture, assembly, quality control, quality assurance, parts procurement, servicing, packaging and distribution activities as to each of
36. In an intellectual property-based investigation, this is another way of stating the
elements of: (I) the right to protection for the intellectual property right in question (patent
validity, protectable trademark, etc.); (2) infringement or misappropriation of that right: and
(3) damages; as well as a fourth element unique to section 337 proceedings-definition of a
cognizable section 337 industry.
37. As noted above, the rules of discovery applicable in section 337 investigations are
drawn directly from the Federal Rules. Interrogatories, requests for document production
and requests for admission may be filed on the date of publication in the Federal Register,
19 C.F.R. §§ 210.32, 210.33, 210.34 (1986). Depositions may be taken by respondents after
the date of publication in the Federal Register, while complainants must obtain leave from
the ALJ if they wish to take depositions within the first twenty days of service of the
complaint and Notice of Investigation. Note also that all discovery requests and responses
must be served on the IA.
38. Schaper Mfg. Co. v. U.S. International Trade Commission, 717 F.2d 1368. 219 USPQ
665 (Fed. Cir. 1983); Certain Miniature, Battery-Operated All-Terrain, Wheeled Vehicles,
ITC Inv. No. 337-TA-122, 4 ITRD 1920 (1982): Certain Airtight Cast.-Iron Stoves, ITC Inv.
No. 337-TA-69, 215 USPQ 963: 3 ITRD 1158 (1980): Certain Limited-Charge Cell Culture
Microcarriers, ITC Inv. No. 337-TA-129, 221 USPQ 1165 (1983); Certain Personal Computers
and Components Thereof, ITC Inv. No. 337-TA-140, 224 USPQ 270 (1984): Certain DoubleSided Floppy Disk Drives, ITC Inv. No. 337-TA-215 (1986).
VOL. 20, NO. 4

SYMPOSIUM/SECTION 337 INVESTIGATION OF THE ITC

1197

complainant's products alleged to incorporate the intellectual property.
Discovery should be had into how many employees the complainant has
doing what in each of its locations, how much floor space is allocated to
the products using the intellectual property, and, most importantly, how
much value is added to the products by reason of activities performed in
the United States. The latter inquiry may become an exercise in accounting, as the "value added" aspect of the domestic industry definition has
recently been analyzed by reference to computerized information reflecting raw product, labor, overhead and distribution costs.
If the preinstitution period has been used effectively, then interrogatories and document requests can be issued by the date of publication of
the notice of investigation in the Federal Register, and counsel can be
ready for depositions of complainant's financial personnel, physical plant
managers and others with knowledge as to the scope of the domestic
operations within two or three weeks of publication.
The key to successful discovery for respondents is speed. The complainant will be expecting to catch respondents off balance, and that by
the time respondents are landing on their feet, it will be time for the
hearing. Effective preparation prior to institution followed by a round of
discovery (and attendant depositions) as the ink dries in the Federal Reg39
ister is sure to disappoint the complainant's expectations.
2. Responding to Discovery
The business of responding to complainant's discovery can be the bleeding ulcer of respondent's defense effort, consuming unwarranted time and
swallowing precious resources. Therefore, counsel should recognize early
on the definitional characteristic of discovery practice in section 337 investigations: requests are rarely circumscribed by the ALJ, initially everything is relevant, and motions challenging discovery usually lose. This
characteristic is largely a function of the protective order procedure: one
of the first actions of the judge upon assignment of the investigation is
issuance of a protective order, the effect of which is to nullify most ob40
jections to production of documents except those grounded on privilege.
Thus, whereas in federal litigation effort may be invested rewardingly
in challenges to discovery requests, in section 337 investigations such
efforts tend to be barren. Given always the backdrop of the protective
39. An additional fertile source of information-and means of surprising complainantis third-party discovery. ALJ's have national subpoena power in theory, and readily grant
subpoenas upon an ex parte showing of minimal need for the information in question. See
19 C.F.R. § 210.35 (1986). Given the importance of the evidence of complainant's competitors and customers for the products in question to a finding of violation of Section 337,
taking third-party discovery is often useful.
40. See 19 C.F.R. § 210.37 (1986).
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order and the assumption that sensitive business confidential information
produced will be for counsel's eyes only, 4 1 the ALJ and the investigative
attorney are interested in developing as full and complete a record as
possible from which the former may write a reasoned opinion, and all
within the contained time limits set by the statute. Accordingly, the ALJ's
tend to give little store to arguments in discovery motions that information
sought is too sensitive, not relevant, burdensome, etc. The best approach,
then, for a respondent in answering complainant's discovery requests is
to provide the nonprivileged information sought, and to spend as few
resources upon discovery motions as possible.
3. Motions
The discovery phase of a section 337 investigation is often accompanied
by a brisk motions practice. In addition to discovery motions mentioned
above, the rules provide for filing by the parties of motions for summary
determination (roughly equivalent to summary judgment in federal litigation), 42 and motions for termination (usually based on some kind of
settlement arrangement). 43 But perhaps the most challenging motion for
respondent's counsel is a complainant's motion for temporary relief.
4. Special Considerations Occasioned
by a Motion ['r Temporary Relief
The commission is empowered under section 337 to order temporary
44
relief, analogous to a preliminary injunction from a federal district court.
Such relief can be given to complainant upon its showing that there is
"reason to believe" that the statute is being violated during the pendency
of the investigation. Temporary relief proceedings are activated on motion
by the complainant 45 and increase the difficulties facing respondent by
an order of magnitude. This is because of the ever more pressing time
46
restraints that they entail.
Motions for temporary relief generally are filed at the same time as the
complaint, but may be filed after institution of an investigation. They

41. Generally. in-house counsel are not signatory to the protective order, absent special
circumstances. But see U.S. Steel Corporation v. United States, 730 F.2d 1965 (Fed.Cir. 1984).
42. 19 C.F.R. § 210.50 (1986).
43. 19 C. FR. § 210.51 (1986).
44. 19 U.S.C. § 1337(e) (1982).
45. 19 C.F.R. § 210.24(e) (1986).
46. They are becoming ever more common. Whereas only three temporary relief requests
were ruled on between 1974 and 1980. nine were ruled on between 1980 and the issuance
of temporary relief in Certain Double-Sided Floppy Disk Drives, ITC Inv. No. 337-TA-215
in September 1985. The Commission denied motions for temporary relief in five investigations, and granted motions for temporary relief in four investigations.
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usually entail a hearing before the ALJ, who must file an initial determination as to whether the relief is warranted with the commission within
four months of publication of the notice in the Federal Register. This
means in effect that there is a full-dress hearing within two to three months
of the beginning of the case. This multiplies considerably the burdens
facing respondent, who is left with little time to defend itself in discovery
and to prepare for this special hearing. For this reason, temporary relief
proceedings pose the biggest challenge for a respondent in a section 337
case.
The requirement for responses to motions for temporary relief offer a
typical example of the way in which the commission's rules spell out in
great detail the correct procedures to be followed. Little is left to the
discretion of respondent's counsel. The response must contain: (1) a statement which sets forth with particularity any objection to the motion for
temporary relief; (2)specific facts bearing on the complainant's probability
of success on the merits, immediate and substantial harm to the domestic
industry in the absence of temporary relief, harm to proposed respondents
if temporary relief is granted, and the effect of issuance of temporary
relief upon the public interest; and (3) affidavits in support of the response
47
executed by persons with knowledge of the facts specified in the response.
The requirement of such particularity in pleading and the overall lack
of time makes it critical that respondent's counsel cooperate early with
his client and its key employees in locating and gathering documents
expected to be requested during discovery and possibly used as hearing
exhibits. Furthermore, counsel should be thinking-from the date of
institution-of appropriate hearing witnesses as all discovery for the
temporary hearing will in effect be conducted during the first eight
weeks following publication of the Notice of Investigation in the Federal
Register.

The extremely short discovery period prior to a temporary relief hearing
suggests a focused restraint in the scope and number of discovery requests. Several of the ALl's limit the parties to thirty interrogatories and
five depositions for these hearings. 48 Additionally, the time to respond to
motions, to file exhibits and objections to exhibits, to file pre- and posthearing briefs, as well as the hearing itself, will be even less than the
comparable time periods associated with commission hearings on per49
manent relief.
47. 19 C.F.R. 210.24(e) (3) (1986). Compare the requirements for answering the complaint,
at note 34, supra.
48. Thus respondent's counsel may wish to formulate the majority of its discovery requests in the form of requests for production of documents rather than interrogatories.
49. See pp. 21-22, infra.
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In view of these characteristics of a section 337 temporary relief proceeding, it is self-evident that for respondent the utmost in organization
is critical.
C.

HEARINGS

1. In General
Hearings in section 337 investigations resemble trials in federal nonjury cases to the extent they feature an established procedure for the
submission of exhibits, direct and cross-examination of witnesses by all
parties (including the IA), 50 and, in the discretion of the AU, opening
and closing arguments of counsel. 5 ' They differ, however, in that the
Federal Rules of Evidence are not applicable. On the contrary, as a general
matter "relevant, material and reliable" evidence is admitted, 52 and objections to admissibility (let alone to the form of question) tend not to be
sustained. In short, in contrast to federal litigation, evidence in a section
337 hearing is much more a matter of "anything goes."
2. Exhibits and Witnesses
The tight deadlines and idiosyncratic procedures applicable in section
337 proceedings manifest themselves in the context of exhibit and witness
preparation for hearings. Specifically, respondent's counsel should be
aware of the deadlines established by the AU's to govern preparation
for hearings. These deadlines are prescribed in the order of the AU that
follows the preliminary conference held approximately one month after
53
institution of the investigation.
The first pertains to the identification of expert witnesses, which usually
comes before the cut-off of discovery so that these witnesses may be
deposed during the discovery period. ALJ's generally allow liberal use
of expert witness depositions in order to expedite the hearing and to avoid
surprise. Second, most AU's set a date for the close of discovery in an
investigation approximately one month prior to the commencement of the
hearing, except for investigations in which temporary relief has been
requested and a hearing scheduled. 5 4 If the parties wish to continue dis-

50. 19 C.F.R. § 210.41(d) (1986).

51. Most ALJ's have a standardized document-"ground rules for hearing"-prescribing
the procedures for submission of exhibits, examination, order of trial, briefing and preparation of findings of fact and conclusions of law, etc.
52. 19 C.F.R. § 210.42(b) (1986).
53. Quite apart from providing for deadlines, the AU also issues ground rules which
govern the conduct of the hearing.
54. See p. 23, supra.
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covery after the cut-off date, then they should agree to it in writing, but
55
the ALJ will not normally order discovery after the assigned date.
A peculiarity of section 337 hearing procedure is the requirement of
witness statements. ALJ's frequently require that in lieu of live direct
examination of witnesses at the hearing that written statements of the
witnesses' direct testimony be submitted prior to the hearing. The rationale is that submission of witness statements forces the parties to focus
on the specific testimony of its witnesses prior to the eve of the hearing,
saves hearing time by the elimination of direct examination, allows all
parties and the ALJ time to review the witness' testimony, and thus
enhances the effectiveness of cross-examination.
The ALJ also will ask the parties to submit and exchange direct exhibits
before the hearing. Each ALJ includes in his or her ground rules the
method in which exhibits should be prepared for hearing, and it is important that these rules be followed precisely.
3. Conduct of the Hearing
As to conduct of the hearing itself, respondent's counsel accustomed
to federal litigation can acclimate himself to the proceeding by bearing in
mind its two chief distinguishing features.
The first is the liberal standard of evidence. Counsel should act on the
assumption that almost everything will be admitted, that the ALJ (not to
mention the IA) is interested in developing a full record, and that objections thus may do little more than waste time. The second is the presence
of the IA as a fully participating party, with the right to cross examine all
witnesses, to introduce exhibits of his own, and to put on his case and
rebuttal case if necessary. The 1A may take a position favorable to complainant on some issues, and yet favorable to respondents on others, so
long as the position is consonant with the public interest. 56 By the time
of the hearing, respondent's counsel should have developed a sense of
the extent to which the IA will be "on its side," and may aim the direct
testimony of its witnesses accordingly. 57 Furthermore, in cases where
there are several respondents, counsel should agree prior to the hearing
on a presentation order pursuant to which respondents will cross examine
complainant's witnesses, put on their respective defense cases, etc. An-

55. In some cases, however, depositions have been ordered to take place concurrently
with the actual hearing.
56. As a general rule, it is fair to say that the IA tends to be more active on the economic
issues-injury and industry-than on intellectual property issues.
57. It is tempting to think of the IA as a potential ally with influence, someone who. if
won over, will ensure persuasion of the ALJ. This is erroneous. Having the IA line up on
respondent's side on an issue does not hurt to be sure; but it is a guarantee of nothing.
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other valuable point of agreement is over sharing the costs of obtaining
daily transcripts of the hearing.
Finally, inasmuch as the hearing will probably involve discussion of
confidential information exchanged under the protective order, the ALJ
may frequently be required to call an in camera session during which the
hearing room will have to be emptied of all persons not signatory to the
order. Counsel who have brought representatives of the client to the
hearing should thus be aware that those representatives may periodically
be required to leave-occasionally for hours at a stretch.
4. Briefing
Section 337 hearings are followed by intensive briefing periods, sometimes as little as two to three weeks given the overall time constraints.
The ALJ's generally state in their ground rules or other order a time after
the hearing in which any post-hearing briefs and proposed findings of fact/
conclusions of law are to be submitted by the parties. The parties frequently are given two weeks (fifteen calendar days) from the close of the
hearing in which to submit their post-hearing briefs and proposed findings
and conclusions.
More often than not, a page limit is prescribed for the post-hearing
brief, but generally not for proposed findings and conclusions. Many of
the ALJs' ground rules provide guidance for the drafting and submission
of proposed findings and conclusions and any other requirements applicable to submission of the post-hearing papers. In any event, the parties
are generally required to file their briefs, proposed findings and conclusions at the same time. Upon filing of the initial determination, the ALJ
will transmit to the commission secretary the original of all exhibits admitted at the hearing.
The briefing schedule places heavy demands on both sides. However,
a practice that helps alleviate the difficulty is to commence (based on
the daily transcript) drafting of the proposed findings of fact pertinent
to the testimony of a specific witness after the witness has been excused
from the stand, while the hearing is still in progress. Ideally a rough
draft of the proposed findings can thus be ready at the close of the
hearing.
D.

AFTER THE HEARING: INITIAL DETERMINATIONS

AND PETITIONS FOR REVIEW

The pleadings, discovery, hearing and briefing in a section 337 investigation result in issuance by the ALJ of an initial determination (ID). 58
58. This is required within nine months of the Federal Register publication date, 19 C.F.R.
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The ID generally includes the most comprehensive exposition of the facts
and analysis of the issues in the investigation, and is the bedrock document
governing the balance of the investigation. Almost always, however, it is
59
challenged by one of the parties by petition for review to the commission.
Petitions for review are the mechanism for appealing an ALJs ID. They
are issue-specific: in essence a laundry-list of alleged errors of fact and
law organized and categorized in the form of the section 337-element
issues. 60 A petition for review differs from an appeal in a federal case,
however, in that no concept of a "prevailing party" applies. Any party
to the investigation 6' may petition the commission, including a respondent
who has persuaded the judge that the complainant has failed to meet a
number of the elements necessary to a section 337 violation, yet failed to
persuade as to other elements (i.e., effectively "won" at the ALJ level).
Petitioning under such circumstances to preserve respondent's losing issue on review is prudent because the commission has the power to reverse
determinations of the ALJ favorable to respondent on its own initiative,
62
even absent a petition for review from the complainant.
In the event the commission decides to review the ALJs initial determination, it usually requests that the parties file review briefs addressing
only those issues on which the commission has granted review, as well
as the public interest factors and the effects of the various types of relief
that the commission might impose. These briefs on review are again in
essence rearticulations of those parts of the post-hearing briefs pertinent
to the issues, coupled with a discussion of the public interest factors and
63
relief.
To be kept in mind, however, is the different nature of the audience:
whereas ALJ's tend to have experience with intellectual property issues
and use the initial determination as the vehicle for the fullest statement
of the record, the commission is concerned not only with violation of
section 337, but also with fashioning the appropriate relief, and, what is
more, setting that relief in the context of the affected U.S. markets. This
circumstance changes the focus of review briefs and review proceedings
in general-away from the nuts and bolts of patent infringement, for ex-

§ 210.53(a) (1986), and within four months in temporary relief proceedings. 19 C.F.R.
§ 210.53(b) (1986).
59. 19 C.F.R. § 210.54 (1986).
60. 19 C.F.R. §§ 210.54(a)(i)-(iv) (1986). Thus, a petition for review is in effect a restatement of the post-hearing briefs as to the issues on which respondent did not persuade the
ALJ.
61. Other than one who has defaulted on an issue. 19 C.F.R. § 210.54(a) (1986).
62. 19 C.F.R. § 210.55 (1986). In the event the commission does not review, the ALJ's
initial determination becomes the determination of the commission. 19 C.F.R. §§210.53(h).
63. 19 C.F.R. § 210.56 (1986).
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ample, towards an analysis of the economic consequences of respondent's
unfair acts and of the various ways of remedying those acts.
E.

AT THE COMMISSION

At the commission level, section 337 proceedings are not only in the
nature of appellate review of the initial determination, but also introduce
a new aspect unique to section 337 investigations: the litigation of the
"public interest, remedy and bonding" issues. Thus, respondent has at
the commission in effect two bites at the apple. It can challenge the ID
just as a litigant in federal court attacks the judgment of the district court.
Secondly, it can seek to circumvent the ALJ altogether by arguing that
imposition of a remedy is contrary to the public interest, or in the alternative, that the least restrictive remedy be imposed (stressing for instance
64
the difficulties on enforcement).
The section 337 bonding issue relates to the monetary bond fixed by
the commission that is posted by the respondent if it chooses to continue
to import the goods in question into the United States either (a) during
such time as temporary relief is in effect, or (b) during the time that a
determination of violation is before the president. In other words, it is
the stake put up by respondent to back its bet that it will win in the end.
Respondent must present evidence and arguments to the commission as
to the amount of the bond, which is primarily a function of the price
65
differentials between complainant's and respondent's goods.
Besides the bonding issue the commission also considers what remedy
is most appropriate, and the effect of such remedy on the public interest.
Briefing and arguing these issues entail discussion and analysis of the
economic impact of relief upon competitors, consumers, and to some
extent, U.S. trade policy. By and large, however, success by respondent
in making such arguments will at best mitigate the disruptive effect of
relief, not make the effect of the AL's finding of violation go away
altogether.
To facilitate its decision making it was the practice of the commission
to grant a hearing of the issues on review. Lately, however, the commission
has been denying such requests.

64. For instance, in ITC Inv. No. 337-TA-120, Certain Silica-Coated Lead Chromate
Pigments, 219 USPQ 1009 (1983) and ITC Inv. No. 337-TA-152, Certain Plastic Food Storage
Containers, 6 ITRD 2133 (1984), the Commission only ordered a limited exclusion order
even though complainants sought a general exclusion order.
65. See, e.g., ITC Inv, No. 337-TA-56, Certain Thermometer Sheath Packages, 205 USPQ
932 (1979). Bonds have ranged from approximately 25 percent to 200 percent.
VOL. 20, NO. 4

SYMPOSIUM/SECTION 337 INVESTIGATION OF THE ITC

F.

1205

AT THE UNITED STATES TRADE REPRESENTATIVE

In the event the commission determines that there has been a violation
of section 337 and that imposition of a remedy is in the public interest,
it must refer its determination to the president, which, absent his disap66
proval, will become final sixty days later.
For purposes of section 337 investigations, the term "president" in
effect means the United States Trade Representative (USTR), which has
been delegated the authority to disapprove commission section 337 determinations for "policy reasons." 67 During the sixty days in which it has
to review the determinations, USTR publishes a notice in the Federal
Register asking for comments from the interested public (not just the
parties), reviews the record to the extent possible (particularly the more
policy-oriented briefs on review to the commission), and prepares a recommendation to the president.
Suggestions for respondent's counsel at this juncture, in view of the
fact that USTR and the president have only very rarely disapproved a
commission section 337 determination, 68 can be stated briefly: submit
comments as early on in the sixty-day period as possible (comments
submitted towards the end of the period probably will not be read given
USTR's timetable), argue "public policy" issues specifically 69 rather than
the points made already to the commission, and confine "lobbying" activities to the end of the sixty-day period at a time when the USTR has
been educated by the written submissions as to the nature of the issues.
Most importantly, it should be made clear to the client that if the case
has already been lost at the commission, not to expect to be bailed out
by the USTR. That, if ever, will come from the Court of Appeals for the
Federal Circuit.

G.

BEFORE THE COURT OF APPEALS FOR THE FEDERAL CIRCUIT

Any party "adversely affected" by a final commission determination
may appeal to the CAFC within sixty days of the determination. 7 0 The

66. 19 U.S.C. § 1337(g) (1982).
67. 19 U.S.C. § 1337(g)(3) (1982).
68. Only four times have commission section 337 proceedings been disapproved by USTR,
twice on the basis of conflict with the General Agreement on Tariffs and Trade (GATT),
twice on the basis of conflict between the Commission and other agencies.
69. At USTR, Respondents typically argue that the relief ordered by the Commission is
for some reason inconsistent with United States obligations under the GATT, or in conflict
with a treaty to which the United States is a signatory or presents a problem of enforcement
by the U.S. Customs Service or more generally is inappropriate in view of U.S. domestic
and foreign public policy.
70. 19 U.S.C. § 1337(c) (1982); 19 C.F.R. § 210.71 (1986).
FALL 1986

1206

THE INTERNATIONAL LAWYER

court applies the "substantial evidence" standard to the commission's
7
factual finding, but is not bound by the commission's legal conclusions. '
Thus, a respondent faced with an adverse commission determination
does not reargue the facts to the CAFC, but rather directs its attention
to the completeness of the evidentiary record developed before the commission and the way in which the commission drew its conclusions from
that record. To be remembered is that although the CAFC can address
all the legal issues raised in the proceeding, as regards the economic
issues-e.g., injury and industry-the court usually defers absent a clear
abuse of the discretion of the commission. In short, if respondent has not
lost (or won) on the economic issues at the commission, chances are it
will not change the result in that regard at the CAFC.
H.

AFTER THE INVESTIGATION: ENFORCEMENT OF
COMMISSION ORDERS

Exclusion orders issued by the commission are enforced by the Department of the Treasury through the U.S. Customs Service. Specifically,
after the issuance of an exclusion order, the commission notifies the Secretary of the Treasury of the order so that the various regional directors
of the Customs Service can be instructed immediately to commence
enforcement.
As a practical matter, enforcement of commission exclusion orders is
determined by the various Customs Services officials at the ports of entry
throughout the United States. Any dissatisfied importer may "protest"
72
the findings of these officials in a separate administrative proceeding.
In the case of commission cease and desist orders, the commission itself
enforces these orders through civil actions instituted in the various district
courts.

73

IV. Conclusion
The discussion in this article should indicate that section 337 proceedings before the commission are unique, taxing and littered with obstacles
for the unwary. The details of each case vary, of course, both in terms
of the law and facts at issue, and in some of the particulars of the procedures applied by the AL's. The suggestions made above are offered
in the hope that they will be applicable in any section 337 proceeding,

71. See SSIH Equipment, S.A. v. U.S.I.T.C., 718 F.2d 365, 371-72 (Fed. Cir. 1983).
72. See 19 U.S.C. § 1514 (1982).

73. 19 C.F.R. § 211.56(b) (1986).
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however varied and unpredictable its exact course. What can be predicted,
however, is that section 337 proceedings will become ever more likely
arenas of litigation for many U.S. businesses and foreign companies operating in the United States-with attendant consequences for their counsel-in the years to come.
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